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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

)lication of Robert J. Falster et al • Art Unit 1722 

^iSADBi^erial No. 10/685,251 
Filed October 14, 2003 
Confirmation No. 3992 

For PROCESS FOR PRODUCING LOW DEFECT DENSITY SILICON 
EXAMINER Robert M. Kunemund 

December 23, 2005 

COMMISSIONER FOR PATENTS 
P.O. BOX 1450 

ALEXANDRIA, VIRGINIA 22313-1450 
SIR: 

PETITION TO SUSPEND ACTION BY THE OFFICE 

In accordance with 37 C.F.R. 1.103 and MPEP 709, applicants 
request a six (6) month suspension of further action by the 
Patent and Trademark Office. 

The present application claims priority from U.S. 
Patent No. 5,919,302 ('302), which is the subject of pending 
litigation ("Original Case") between its assignee, MEMC 
Electronic Materials, Inc. (MEMC) and several defendants, 
collectively referred to as SUMCO. MEMC has asserted that SUMCO 
infringed the '302 patent in the pending litigation, originally 
filed as Case No. C 01-4925 SBA in the U.S. District Court of 
the Northern District of California on December 14, 2001. SUMCO 
has asserted that the '302 patent is invalid, not infringed, and 
unenforceable. On March 16, 2004, the Court entered an Order 
granting summary judgment for "zero damages." This Order and 
the April 22, 2004 Final Judgment based on this Order were 
appealed to the U.S. Court of Appeals for the Federal Circuit as 
Appeal No. 04-1396. On August 22, 2005, the Court of Appeals 
reversed the summary judgment and remanded the case for trial in 
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the Northern District of California, which has been docketed to 
begin on March 13, 2006. 

Furthermore, on July 13, 2004, while the Original Case was 
pending before the Court of Appeals, the key defendants from the 
Original Case filed suit in the U.S. District Court for the 
District of Delaware, Case No. 04-852-SLR ("Second Case") . 
SUMCO's Delaware complaint included patent counts again 
asserting that the same '302 patent was invalid, not infringed, 
and unenforceable. SUMCO's Delaware Complaint also asserted an 
antitrust count based in large part on the prosecution of the 
same '302 patent. MEMC moved to dismiss the Complaint because 
SUMCO's claims substantially duplicated the issues and 
constituted compulsory counterclaims in the Original Case. 
Alternatively, MEMC moved to transfer the Second Case to the 
Northern District of California, in light of the significant 
relationship between the Original Case and the Second Case. 

In response, SUMCO filed a First Amended Complaint with the 
Delaware court adding accusations concerning U.S. Patent No. 
6,287,380 ('380 patent). MEMC again moved to dismiss or 
transfer the Second Case. The motion was granted and the Second 
Case was transferred to the U.S. District Court for the Northern 
District of California in the Court's March 30, 2005 Memorandum 
Opinion. This Second Case has been joined with the Original 
Case. 

By suspending further action by the Office in the immediate 
case until after the trial is completed, applicants will be able 
to present only those documents relevant to the question of 
patentability of the pending claims without burdening the Office 
with irrelevant or routine documentation. Therefore, applicants 
request a six (6) month suspension in the immediate case. 
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In accordance with 37 C.F,R. 1.704 (c) (1), applicants 
acknowledge and agree that any suspension will cause a reduction 
in any applicable patent term adjustment under 37 C.F.R. 1.703. 

A fee of $200.00 due under 37 C.F.R. 17(g) is enclosed. 

The Commissioner is hereby authorized to charge any under 
payment or credit any over payment to Deposit Account No. 19- 
1345. 




Richard A. Schuth, Reg. No. 47,929 
SENNIGER POWERS 

One Metropolitan Square, 16th Floor 
St. Louis, Missouri 63102 
(314) 231-5400 
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